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10 USPQ2d 1701 2173.05(q) ''Use" Claims 




2173.05(p) Claim Directed to Product-By- 
Process or Product and Process 

There arc many situations where claims are permis- 
stvcly drafted to include a reference to more tlian one 
sLatutory class of Invention. 

L PRODUCT-BY-PROCESS 

A product-by-process claim, which is a product 
claim that defines the claimed prod act in terms of the 
process by which it is made, is proper, /n re Luck. 476 
F.2d 650, 177 USPQ523 (CCPA 1973); In re Pilkins- 
ion, AW R2d 1345. 162 USPQ 145 (CCPA J969>; !n 
re Sreppan, 394 F.2d 1013, 156 USPQ 143 (CCPA 
1967). A claim to a device, apparatus, maaufacture, or 
composition of matter may contain a icference to \he 
process in whi^ch it is intended to be used without 
being objectionable under 35U.S.C. 112, second 
paragraph, so long as it is clear that the claim is 
diiected to the product and not (he process. 

An applictmi may present claims of varying scope 
even if it is necessary to describe the claimed product 
in product-by-process terms. Ex parte Panrzer, 176 
USPQ 141 (Ed. App. 1972). 



PRODUCT AND PROCESS IN THE SAME 
CLAIM 

A single claim which claims both an apparatus and 
the method steps of using the apparatus is indefinite 
under 35 U.S.C. 112, second paragraph. In Ex parte 
Lyell, 17 USPQ2d 1548 (Bd PaL App. & Inter. 1990), 
3 claim directed to an automatic transmission work- 
scond and the method steps of using it was held to be 
ambiguous and properly rejected under 35 U.S.C. 
1 J 2, second paragraph. 

Such citdms should also be rejected under 
33 U.S.C. 101 based on the theory that the claim is 
directed to neither a "process" nor a '"machine," but 
rather embraces or overlaps two different statutory 
glasses of invention set forth in 35 U.S.C. 101 which 
is drafted so as lo set forth the statu Eoiy classes of 
invention in the alternative only. !d. at 1551. 



Attempts to claim a process without setting forth 
any stejis involved in the process generally raises an 
issue of indefmueness under 35 U5.C. 112, second 
paragraph. For example, a claim which read: *'A pro- 
cess for using monoclonal antibodies of claim 4 to 
isolate and purify human fibroblast interferon.*' was 
held to be inde/inite because it mectiy recites a use 
without any active, positive steps delimiting how this 
use is Acm&ny practiced. Ex parte Eriich^ 3 USPQld 
1011 CBd. Pat. App. & Inter. 1986). 

Other decisions suggest that a more appropriate 
basis for this type of rejecdon is 35 U.S.C. lOl.lnEr 
pane Dimki, 153 USPQ 678 (Bd. App. 1967), the 
Board held the following claim to be an improper def- 
inition of a process: "The use of a high carbon austen- 
itic iron alloy having a proportion of free carbon as a 
vehicle brake part subject to stress by sliding fric- 
tion." In Clinical Products Ltd. v. Brenner, 255 F. 
Snpp. 131, 149 USPQ 475 CD.D.C. 1966). the district 
court held the following claim was deilnite, but that it 
was Dot a proper process claim under 35 U.S.C. ZOI: 
"The use of a sustained release therapeutic agent in 
the body of ephedrine absorbed upon polystyrene sul- 
fonic acid.** 

Although a claim should be interpreted in light of 
the speciHcation disclosure, it is generally considered 
improper to read limitations contained in the specifi- 
cation into the claims. See In re Prater^ 415 F2d 
1393, 162 USPQ 541 (CCPA J 969) and In re 
mnkhai%s, 527 F.2d 637. 188 USPQ 129 (CCPA 
1975), which discuss the premise that one cannot rely 
on the sjjecifj cation to impart limitations to the claim 
that are not recited in the claim. 

A **USE" CLAIM SHOULD BE REJECTED 
UNDER ALTERNATIVE GROUNDS BASED ON 
35 U.S,C 101 AND 112 

In view of the split of authority as discussed above, 
the most appropriate course of action would be to 
reject a "use" claim under alternative grounds based 
on 35 U.S.C. 101 and 112. 
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